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DETAILED ACTION 

1 . Applicants' arguments filed December 17, 2003 have been fully considered but they are 
not deemed to be persuasive. Rejections and/or objections not reiterated from previous office 
actions are hereby withdrawn. The following rejections and/or objections are either 
reiterated or newly applied. They constitute the complete set presently being applied to the 
instant application. 

2. The cancellation of claims 8, 1 1, 12, 16, 37, and 38 has been acknowledged. 

3. Claims 1-7, 9,10, 13-15, 17-36, and 39-42 are examined on the merits. 

CLAIM REJECTIONS - 35 U.S.C. § 112, SECOND PARAGRAPH 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention, 

5. Claims 1-7, 9,10, 13-15, 17-36, and 39-42 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

6. This rejection is necessitated by Applicant's amendments. 

7. Specific to claims 1, 5, 6, and 7, line 3; claim 2, lines 2-3; claim 35, lines 4-5; and claim 
36, line 4, the limitation of "factors comprise a catalyst system and conditions" which causes 
the claims to be vague and indefinite because it is unclear how factors could comprise "a 
catalyst system." Further, claim 1 recites at least three factors interactions; it is unclear how 
"a catalyst system and conditions" are factor interactions or how "a catalyst system and 
conditions" represent at least three factor interactions. Lastly, the body of the claim is 
unclear as to how "a catalyst system and conditions" as factors are being used in 
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accomplishing the intended of goal of the claimed method. Claims 3, 4, 9,10, 13-15, 17-34, 
and 39-42 are rejected for being directly or indirectly depend from claims 1-3, 6, 7, 35, or 36. 

CLAIM REJECTIONS - 35 U.S.C. § 112, FIRST PARAGRAPH 

8. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

9. Claims 1-7, 9,10, 13-15, 17-36, and 39-42 are rejected under 35 U.S.C. 1 12, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. THIS IS A NEW MATTER 
REJECTION. 

10. This rejection is necessitated by Applicant's amendments. 

11. Claims 1, 36, lines 13-15; and 35, line 13, recite the limitation of "greater or less than" is 
considered to be new matter. The support for the limitation of "greater or less than" was not 
supplied in the claims via "outside of limitation because the meaning of the phrase "outside 
of is different from that of the phrase "greater or less than". It is noted that one of the many 
interpretations of the phrase "outside of is "greater or less than." However, that is just one 
of many ways one of skill in the art could interpret the phrase "outside of." Unless the 
instant specification defines the phrase "outside of to mean "greater or less than", the many 
interpretations of the phrase "outside of causes said phrase to differ from the phrase "greater 
or less than." The said limitation has not been found in the instant specification. Claims 2-7, 
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9,10, 13-15, 17-34, and 39-42 are rejected for being dependent from claim 1, 36, or 35, 
respectively. 

RESPONSE TO ARGUMENT 

12. It is acknowledged Applicant has amended claims 1, 35, and 36 in response to the 35 
U.S.C. 112, Second Paragraph rejection, mailed October 9, 2003. However, the said 
amendment introduces limitations that have, not been found in the instant specification, which 
necessitates said NEW MATTER rejection. Further, it is noted that Applicant states "[i]t is 
believed that the PTO is proposing this change by including the parenthetical "greater or less 
than" in the body of the rejection." The inclusion of the phrase "(greater or less than)" is not 
a proposal but only to further clarify on the 35 U.S.C. 112, Second Paragraph rejection, 
mailed October 9, 2003, by examples. The intended use of the phrase "(greater or less than)" 
is to illustrate that the term "outside" has a plurality interpretations such as positive 
interaction greater than the deviation or less than the deviation. The plurality of 
interpretations necessitated the 35 U.S.C. 1 12, Second Paragraph rejection, mailed October 9, 
2003. 

CLAIM REJECTIONS - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Application/Control Number: 09/938,763 Page 5 

Art Unit: 1631 

14. Claims 1-7, 9, 10, 13-15, 17-28, 34-36, and 39-42 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Agrafiotis et al. (US 5,901,069 A) taken with Grate et al. (US 
6,408,250 Bl). 

15. This rejection is maintained with respect to claims 1-7, 9, 10, 13-15, 17-28, 34-36, and 
39-42, as recited in the previous office action office action mailed October 29, 2003. 

16. This rejection is necessitated by Applicant's amendments. 
RESPONSE TO ARGUMENTS 

17. Applicant argues that the PTO has not met the burden of establishing a prima facie of 
obvious because the rejection is based on "non-analogous" art, improper combinations of 
references without the motivation to combine said references, and for the reasons above, no 
prima facie case has been established by the PTO. Applicant's arguments have been fully 
considered and found to be unpersuasive as discussed below. Further, this response is 
directed references Agrafiotis et al., Grate et al., and Chaudhari et al. 

18. Specific to Applicant's argument directed to the references as being of "non-analogous" 
art, Applicant is directed to the specification of each patent (Agrafiotis et al., Grate et al., and 
Chaudhari et al.) wherein Agrafiotis et al. discloses a method of analyzing chemical 
properties in a sample for performing searches in chemical libraries to identify chemical 
compounds (Abstract etc. and column 3, lines 31-40), Grate et al. discloses a method for 
analyzing and generating chemical compounds (Abstract etc.), and Chaudhari et al. discloses 
a method for analyzing and selection chemicals (Abstract etc.). Therefore, the citations 
above adequately support that one of ordinary skill in the art at the time of the instant 
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invention would look into the references of Agrafiotis et al., Grate et al., and Chaudhari et al. 
to address the need to generate chemical entities using defined chemical properties. 



19. Applicant argues that Agrafiotis et al., Grate et al., and Chaudhari et al. references are not 
properly combinable for a number reasons. Specifically, "[t]here is not teaching whatsoever 
in the references of a need to improve on a carbonylation method by "using a matrix algebra 
analyzed CHTS experiment." Applicant's argument (via questions) have been fully 
considered and found to be unpersuasive as discussed below. 

20. Agrafiotis et al. suggests an improvement by disclosing the need for a system and method 
for efficiently and effectively generating new leads designed for specific utilities. Further, 
the suggested improvement is directed to generating chemical compounds with desire 
physical, chemical, and/or biological properties via structure activity models (column 3, lines 
27-55). Grate et al. discloses a method for the characterization, classification, 
identification, and/or quantification of chemical compounds wherein said method directed to 
using matrix algebra (column 6, lines 59-65) to analyze descriptors such as molecular 
interaction characteristics, molecular properties, and molecular structure features (column 5, 
lines 4-24). Therefore, the improvement suggested by Agrafiotis et al. would motivate one 
of ordinary skill in the art to apply a tool, matrix algebra, for characterizing chemical 
properties as taught by Grate et al. to the method of Agrafiotis et al. to disclose the invention 
of the instant application. Further, the improvement suggested by Agrafiotis et al. would 
motivate one of skill in the art to apply a tool, matrix algebra, for characterizing a catalyst as 
taught by Grate et al. and Chaudhari et al. 
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21. Therefore, the above cited motivation to combine references Agrafiotis et al. } Grate et 
al., and Chaudhari et al. provides an adequate prima case of obviousness to a person of 
ordinary skill in the art that the teachings of Agrafiotis et al., Grate et al., and Chaudhari et al. 
in combination suggests the instant claimed subject matter. 

22. Specific to Applicant's argument by amendment ("wherein the factors comprise a 
catalyst system and conditions"), said amendment has been fully considered and found to be 
unpersuasive due to the vague and indefinite issue caused by said amendment. 

23. Specific Applicant's argument that "the references do not establish a prima facie case for 
items (2) through (10) (pages 13-14, §D) wherein said items have been presented in the 
previous response, filed October 17, 2003, and the PTO has not responded to said arguments, 
Applicant's arguments have been fully considered and found to be unpersuasive as discussed 
below. 

24. Applicant's argument as directed to items (2) through (10) (pages 13-14, §D) in the 
previous response, filed October 17, 2003, via recitation of claim limitations without 
providing any support through reasoning or pointed to support in the specification has been 
acknowledged and responded to by the PTO in the previous Office Action, mailed October 
29, 2003. Further, Applicant's argument via the recitation of claim limitations without 
providing any support through reasoning or pointed to support in the specification is neither 
substantive nor persuasive in overcoming the prior art rejection. Due to Applicant's 
argument being recitation of claim limitations without providing any support through 
reasoning or pointed to support in the specification, the PTO has responded to said argument 
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by re-iterating the said prior art rejection in the instant Office Action and the previous Office 
Action, mailed October 29, 2003. 

25. Specific to Applicant's argument that the "controller" in the Agrafiotis et al. reference is 
distinct from that of the instant invention, said argument has been fully considered and found 
to be unpersuasive as discussed below. Agrafiotis et al. discloses a computer system 
comprising a processor and controller as depicted in Figure 1 ; further, said system performs 
the computer-aided generation of chemical entities with prescribed set of physical, chemical 
and/or bioactive properties using a diversity of chemical libraries (column 4, line 65 to 
column 5, line 5). Grate et al. discloses the use of matrix algebra for characterizing, 
classifying, and identifying unknowns in a sample (Column 14, equation 10). The system of 
Agrafiotis et al. comprising a processor and controller for the generation of chemical entities 
and the matrix algebra for characterizing, classifying, and identifying unknowns in a sample 
of Grate et al. in combination discloses the limitations of claim 39 which depends from claim 
36. 

26. Specific to Applicant's argument "but A, B, C,. . .building blocks are not factors of a 
'catalyst system'", said argument has been fully considered and found to be unpersuasive due 
to the limitation of "catalyst system" via amendment introduces the vague and indefinite 
issue in the amended claims (35 U.S.C. 112, 2 nd paragraph rejection above). 

27. It is re-iterated that Agrafiotis et al. discloses a method of defining an experimental space 
such as a combinatorial chemical library where a combinatorial chemical library could be 
constructed from chemical building blocks designated as A, B, and C. Further, the 
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compounds in the combinatorial chemical library are equal to two in length, then, the 
compounds would be generated are: AA, AB,. . .and CC (total of nine) (column 5, lines 5-18), 
as in instant claims 2, 3, and 5-7. 

28. Agrafiotis et al. discloses said method comprising a linear model (column 17, lines 47- 
52), as in instant claim 4. 

29. The chemical building blocks comprise of 100 commercially available agents (column 5, 
lines 37-40), as in instant claim 16. 

30. The system may perform tests and evaluations on one or more structure-activity models . 
in parallel (column 6, lines 43-45), as in instant claim 23. The method of Agrafiotis et al. 
performs selective micro scale solid-state synthesis of a specific combinatorial library of 
directed diversity library (column 8, lines 43-45), as in instant claim 24. 

31. The lead generation/optimization system is implemented in an iterative process wherein 
instructions are sent to a robotic synthesis system and reagents are mixed compounds are 
synthesized. The said compounds are assayed and ranked; the best-ranked compound is 
selected (§ Operation of the present invention, columns 13-21) as in instant claims 15, 17, 
25-28, and 34. 

32. The system of Agrafiotis et al. comprises a processor and controller (Figure 1) wherein 
the reactions occur defined space of 96 well plates (column 20, lines 51-67), and a detection 
device (column 10, lines 5-14), as in instant claims 39-42. 

33. However, Agrafiotis et al. does not disclose the method of defining experimental space 
wherein the analysis is done according the steps defined in claims 1, 35 and 36 of this instant 
application. 
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34. Grate et al. discloses the use of matrix algebra for characterizing, classifying, and 
identifying unknowns in a sample (Column 14, equation 10). Grate et al. defines matrices P 
containing the coefficients that are related to a plurality of descriptors (column 6, lines 59- 
65), as in claim 1, step (A). 

35. Matrix R where R is equal CIO (vp+lc)M-l N (column 7, lines 7 and 8), as in claim 1, 
step (B) and claim 9. PT is the transpose of matrix P (column 7, lines 16-17 and equations 
12-14), as in claim 1, step (C) and claim 10, steps (ii) and (iii). 

36. The concentrations are plotted versus the fraction noise (RMSEP) in the data (e.g. 0.1 
indicates that the standard deviation of the noise was 10% of the sensor signal) (column 20, 
lines 35-40 and Figure 1), as in claim 1, steps (i), (ii), and (iii); and claims 35 and 36. 

37. The inclusion of a document from Dictionray.com is not intended to be used as prior but 
only to expand on the standard deviation disclosure of Grate et al. Dictionary.com discloses 
that it is well know in the art that the calculation of standard deviation is derived from a 
random variable (page 2, line 10). 

38. Further, Grate et al. discloses equations 15-20 (column 15, lines 5-33) in an inverse least 
approach for descriptor y, as in instant claims 18-22. 

39. It is noted that Agrafiotis et al. discloses an improvement for a general system and 
method for efficiently and effectively generating of chemical entities with defined physical, 
chemical or bioactive properties for drug lead identification via a chemical library (column 1, 
lines 15-23 and column 3, lines 27-29). The suggested improvement of Agrafiotis et al. is 
directly applicable to generation of chemical for the characterization, classifying, and 
identifying as taught by Grate et al. 



Application/Control Number: 09/938,763 | Page 1 1 

Art Unit: 1631 

40. An artisan of ordinary skill in the art at the time of the instant invention would have been 
motivated to partake the concept emphasized by Agrafiotis et al. for an iterative process for 
generating chemical entities with define physical properties and/or bioactive properties 
(Abstract etc.) and improve on it by utilizing the method of Grate et al. which comprises 
using the properties chemical entities to identify a chemical sample. Therefore, it would 
have been obvious to one having ordinary skill in the art at the time of the invention was 
made to use the method of Agrafiotis et al. for generating chemical entities and determining 
the properties directed to the chemical entities; and identify and characterize the said 
chemical entities according to the method of Grate et al. which comprises an algebra matrix 
for identifying a sample. 

41. Claims 1-7, 9, 10, 13-36, and 39-42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Agrafiotis et al. (US 5,901,069 A) taken with Grate et al. (US 6,408,250 
Bl) in view of Chaudhari et al. (US 5,917,077 A). 

42. This rejection is maintained with respect to claims 1-7, 9, 10, 13-36, and 39-42, as recited 
in the previous office action office action mailed September 22, 2003. 

43. Agrafiotis et al. discloses a method of defining an experimental space such as a 
combinatorial chemical library. Further, Grate et al. discloses the use of matrix algebra for 
characterizing, classifying, and identifying unknowns in a sample (Column 14, equation 10) 
as directed claims 1-7, 9, 10, 13-28, 34-36, and 39-42 cited above. 
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44. However, Agrafiotis et al. taken with Grate et al. does not disclose the limitation of 
palladium, halide or co-catalysts, which are the embodiments of the above listed instant 
claim rejected hereunder. 

45. Chaudhari et al. discloses a method for preparing chemical entities using catalyst such as 
the metals of Group IIIB such as palladium and halide (Abstract etc.). Further, the method of 
Chaudhari et al. includes inorganic co-catalysts (column 1, lines 33-34), as in instant claims 
29-33. 

46. It is noted that Agrafiotis et al. discloses an improvement for a general system and 
method for efficiently and effectively generating of chemical entities with defined physical, 
chemical or bioactive properties for drug lead identification via a chemical library (column 1 , 
lines 15-23 and column 3, lines 27-29). The suggested improvement of Agrafiotis et al. is 
directly applicable to generation of chemical for the characterization, classifying, and 
identifying as taught by Grate et al. and Chaudhari et al. 

47. An artisan of ordinary skill in the art at the time of the instant invention would have been 
motivated to partake the concept emphasized by Agrafiotis et al. for an iterative process for 
generating chemical entities with define physical properties and/or bioactive properties 
(Abstract etc.) and improve on it by utilizing the method of Grate et al. which comprises 
using the properties chemical entities to identify a chemical sample such as catalysts 
(palladium and halide composition) and inorganic catalysts as taught by Chaudhari et al. 
Therefore, it would have been obvious to one having ordinary skill in the art at the time of 
the invention was made to use the method of Agrafiotis et al. for generating chemical entities 
and determining the properties as directed to the said chemical entities; and characterize the 
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said chemical entities according to the method of Grate et al. using an algebra matrix and 
improve on the methods of Agrafiotis et al. and Grate et al. by including such chemical 
entities as catalysts (palladium and halide composition) and inorganic catalysts as taught by 
Chaudhari et al. 

CONCLUSION 

48. NO CLAIM IS ALLOWED. 

49. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

50. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until 
after the end of the THREE-MONTH shortened statutory period, then the shortened statutory 
period will expire on the date the advisory action is mailed, and any extension fee pursuant to 
37 CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of 
this final action. 

51. Papers related to this application may be submitted to Technical Center 1600 by facsimile 
transmission. Papers should be faxed to Technical Center 1600 via the PTO Fax Center 
located in Crystal Mall 1. The faxing of such papers must conform with the notices 
published in the Official Gazette, 1096 OG 30 (November 15, 1988), 1 156 OG 61 
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(November 16, 193), and 1 157 OG 94 (December 28, 1993) (see 37 CFR § 1.6(d)). The 
CM1 Fax Center number is (703) 872-9306. 

52. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. Dune Ly, whose telephone number is (571) 272-0716. The 
examiner can normally be reached on Monday-Friday from 8 A.M. to 4 P.M. 

53. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, Ph.D., can be reached on (571) 272-0722. 

54. Any inquiry of a general nature or relating to the status of this application should be 
directed to Legal Instruments Examiner, Tina Plunkett, whose telephone number is (571) 
272-0549 or to the Technical Center receptionist whose telephone number is (703) 308-0196. 



C. Dune Ly 
2/18/04 




ARDIN H.MARSCHEL 



